REMARKS 

Reconsideration of the present application, as amended, is respectfully requested. 

I. Status of the Claims 

Claims 1-21 are now pending, claim 1 having been amended and new claim 21 having been 
added. New independent claim 21 includes the subject matter of allowable claim 10 and base 
claim 9. Thus it is submitted that independent claim 21 is allowable. 

n. Rejections Under 35 U.S.C. S112 

Claims 1-8 were rejected under 35 U.S.C. §112, first paragraph, on the grounds that the 
claim recited a single means and is therefore subject to an undue breadth rejection. 

Independent claim 1 has been amended herein to recite two "means". Specifically claim 1 
has been amended to recite that the claimed device comprises "means adapted for insertion into a 
blood vessel; and means adapted for intraluminal contact with a wall of said blood 
vessel, for emitting laser energy to cause a decrease in the diameter of said blood vessel". 
Accordingly it is submitted that the Examiner's rejection of claim 1 under 35 U.S.C. §112, first 
paragraph has been overcome and should be withdrawn. 
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IIL Rejection Under 35 U.S.C. §102 (b) 

Claims 1-4, 7-9, 12, 13, 18 and 19 were rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Trelles U.S. Patent No. 5,53 1,739. The Examiner's rejection is respectfully 
traversed. 

Independent claim 1 recites a blood vessel treatment device which includes "means 
adapted for intraluminal contact with a wall of said blood vessel, for emitting laser energy to 
cause a decrease in the diameter of said blood vessel", (emphasis added) Thus the device 
according to the claimed intention, as shown in Figure 4B, is adapted to be inserted within the 
vein to be treated so that contact with the blood vessel wall is made from within the vein (i.e. 
intraluminal contact). * 

It is respectfully submitted that a close review of the Trelles reference reveals that it fails 
to teach any device which is adapted to make "intraluminal contact with a wall of a blood 
vessel" in the manner of the claimed invention. Trelles discloses a method in which a probe is 
advanced to a position underneath the vessel to be treated. Once in this position the vein is 
irradiated from a position exterior of the vein. This is clearly depicted in Fig. 2 of the Trelles 
patent. In view of the forgoing it is clear that Trelles fails to disclose a device which is adapted to 
make intraluminal contact with a wall of a blood vessel in the manner of the claimed invention and 
therefore cannot anticipate the device recited in claim 1 . 
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Claims 2-4 and 7-8 depend directly from claim 1 and thereby incorporate all of the 
features and limitations recited in claim 1 . Therefore it is respectfully submitted that Trelles also 
fails to anticipate the invention recited in these claims. 

Independent claim 9 recites a method which includes the step of "placing said laser 
emitting section into intraluminal contact with the blood vessel at a treatment side". As 
discussed above with respect to claim 1 Trelles fails to disclose a method wherein a laser emitting 
section of a device is placed into intraluminal contact with a blood vessel. Rather, as discussed 
above, Trelles discloses a method wherein the vessel is treated from a exterior position relative to 
the vessel. Accordingly it is submitted that Trelles cannot anticipate the claimed invention 
according to independent claim 9. Claims 12, 13 and 18 and 19 depend from claim 9 and 
therefore incorporate all of the limitations and features thereof. Accordingly it is submitted that 
Trelles also fails to anticipate claims 12, 13, 18 and 19. 

The Examiner further rejected claims 1, 4, 9, 1 1, 17 and 19 under 35 U.S.C. 102(b) as 
being anticipated by Goldman U.S. Pat. No. 4,564,01 1 . The Examiner's rejection is respectfully 
traversed. 

Independent claim 1 recites a blood vessel treatment device including means "adapted for 
intraluminal contact with a wall of a blood vessel, for emitting laser energy to cause a decrease 
in the diameter of said blood vesseF\ (emphasis added) Thus the device according to the 
claimed invention is arranged inside the vein to be treated and then the laser is directed against a 
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wall of the vein to thereby cause fibrosis of the vein leading to a decrease in the diameter of the 
vein. (See specification p. 8, lines 16-28). It is respectfully submitted that a close review of the 
Goldman reference reveals that the device disclosed therein is not adapted to deliver energy to the 
vein wall in an intraluminal manner to thereby decrease the diameter of the vein. 

Goldman discloses a laser optic device 1 1 which includes a needle 27. As shown in Fig. 3 
and discussed at column 3, line 44 through column 4, line 32 the needle may be inserted within the 
vein. However as discussed in the specification of Goldman the laser energy is not directed into 
the wall of the blood vessel but rather is used to create a blood clot in the vessel. Accordingly, 
unlike the claimed invention, there is no intraluminal contact with the blood vessel nor any 
delivery of laser energy to the vessel wall to thereby cause a decrease in the size of the vessel. 
Rather in Goldman a blood clot is generated to thereby cause a stoppage of flow in the vessel 
which in turn causes a decrease in the diameter of the vessel. 

In another application of the device disclosed in Goldman, discussed at column 4, lines 33- 
66, the needle 27 is inserted in a position near the blood vessel to be treated. The tissue near the 
vessel is then subjected to laser energy to cause this tissue to scar. This scar tissue exerts a 
pressure on the nearby vessel and "effectively stops the flow of blood therethrough". Again 
however there is no contact with the vessel wall and certainly no intraluminal contact with the 
blood vessel wall. 
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In view of the above it is submitted that Goldman fails to teach the device recited in claim 
1 . Claim 4 depends from claim 1 and therefore includes all of the limitations and features recited 
therein. Accordingly it is submitted that Goldman also fails to anticipate the invention recited in 
claim 4. 

Independent claim 9 recites a method in which laser emitting means is placed in 
intraluminal contact with a blood vessel and laser energy is directed into the blood vessel wall 
to thereby decrease the diameter of the vessel. As discussed above with respect to the claim 1 the 
Goldman reference fails to teach any such method. Accordingly it is submitted that Goldman fails 
to anticipate the claimed invention according to claim 9. Claims 10-11, 17 and 19 depend from 
claim 9 and thus include all of the features and limitations recited therein thus it is submitted that 
Goldman also fails to anticipate claims 10-11, 17 and 19. 

IV. Rejection Under 35 U.S.C. S103 (a) 

The Examiner further rejected claims 5, 6, 14-16 and 20 under 35 U.S.C. §103(a) as being 
unpatentable over Trelles U.S. Pat. No. 5,531,739 in view of Gay, Jr. U.S. Pat. No. 5,334,207. 

It is submitted that Gay, Jr. fails to overcome the deficiencies of the Trelles reference 
discussed above. That is, it is submitted that Gay, Jr. fails to disclose a device including means 
adapted for intraluminal contact with a wall of a blood vessel for emitting laser energy to cause a 
decrease in diameter of said blood vessel. Likewise it is submitted that Gay, Jr. fails to disclose a 
method which includes the steps of placing emitting means in intraluminal contact with a blood 
vessel and emitting laser energy to decrease the diameter of said blood vessel. Since Gay, Jr. fails 
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to overcome the deficiencies of Trelles it is submitted that it cannot be combined therewith to 
thereby render the claimed invention obvious. 

A one-month extension of time extending the time for response from February 15, 2001 
until March 1 5, 2001 is enclosed herewith together with the appropriate extension fee. The fee 
for the additional claim is also enclosed. If it is determined that any other fee is required, the 
Patent and Trademark Office is specifically authorized to charge such fee to Deposit Account No. 
50-0518 in the name of Steinberg & Raskin, P.C. 

According to currently recommended Patent Office policy, the Examiner is specifically 
authorized to contact the undersigned in the event that a telephonic interview would advance the 
prosecution of this application. 

An early and favorable action on the merits is earnestly solicited. 



Respectfully submitted, 



STEINBERG & RASKIN, P.C. 




Martin G. Raskin 
Reg. No. 25,642 




Steinberg & Raskin, P.C. 
1 140 Avenue of the Americas 
New York, New York 10036 
(212) 768-3800 
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